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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under trie provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 24 April 2006 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 3 and 5-8 is/are pending in the application. 

4a) Of the above claim (s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 3 and 5-8 is/are rejected. 

7) Q Claim (s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) £3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)E3 All b)Q Some * c)Q None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060528 



Application/Control Number: 10/517,021 
Art Unit: 1714 



Page 2 



DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 3 and 5-8 are rejected under 35 USC 103(a) as being obvious over Umeya US 
Patent No. 5859122 in view of Ho et al U.S Patenet No. 6607831 and Anderson et al US 
Publication No. 2003/0232222. 

Umeya discloses a water-dispersable polycarbonate polyurethane resin composition 
wherein the polyol component used for production of the urethane prepolymer contains a 
polycarbonate polyol as a portion thereof. The water-dispersable polycarbonate polyurethane 
resin compositions of the invention are used as coatings for fiber materials, and, as a paint 
adhesive or modifier for paper, wood, or metal materials. The polycarbonate polyurethane resin 
compositions may be formulated in the form of a polymer dispersion formed by mixing an 
emulsifying agent with a urethane prepolymer or an organic solvent solution of the urethane 
prepolymer, and emulsifying the dispersion in water using a homomixer or homogenizer. The 
resulting composition is then mixed with a polyamine for chain extension, or the emulsified 
dispersion is added to an organic solvent solution of the polyamine for chain extension. See col. 
1, line 58 through col. through col. 5, line 23. 
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When used as a paint. The patented invention would necessarily form a layer of a paint 
film that would dry on the surface to be painted. Since the polycarbonate polyurethane resins 
are water dispersible, applicant's limitation to an aqueous solvent containing water, is met when 
the polymers are dispersed in water. 

There is no novelty in forming a bonded structure wherein an adhesive sheet is stuck fast 
to a substrate coated with the patented polycarbonate polyurethane resins. The adherence of 
tape or a similar bonding adhesive to a painted wall or plastic counter (containing a plasticizer) 
would meet this limitation. 

The Umeya polycarbonate polyurethane resin compositions may be used as a paint, an adhesive 
or a modifier for paper, wood, metal, FRP, FRTP and other such materials. FRP is taken to 
mean flame retardant polymers. See col. 5, lines 19-23. Applicant's claimed invention as 
amended is utilizes the polycarbonate polyurethane resin compositions as a primer layer, which 
is placed between a plasticized polymer layer and an adhesive layer. This is an obvious variation 
of the Umeya invention. Applicant's polycarbonate polyurethane primer composition is a type 
of paint or coating. That primer composition is used to coat or prime a plasticized polymer base 
material. The Umeya polycarbonate polyurethane composition is a type of paint or coating. That 
composition may be used to coat or "prime" a polymer base material. Umeya is silent as to the 
presence of plasticizers in the base materials because Umeya does not present particulars of the 
base materials. The patent focuses rather on the particulars of the coating. Umeya would 
suggest that a variety of base materials may be employed. The selection of the most appropriate 
would be within the realms of the ordinary practitioner of this art. What Umeya then lacks is an 
adhesive layer, which is stuck fast to the polycarbonate polyurethane primer or coating layer. 
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Given the analysis in Graham vs. Deere, the ordinary practitioner would find it obvious to 
position an adhesive layer to the primer layer of Umeya. An example of the resulting bonded 
structure would be a plastic cabinet base comprised of a plasticized polymer, wherein this base is 
coated with the polycarbonate polyurethane coatings or paints of Umeya. When a consumer then 
places a layer of adhesive shelf lining onto this painted plastic cabinet, (the type that may be 
purchased at any discount store), applicant's invention is clearly met. This is the type of 
invention that is so common to ordinary life that it would not necessarily be found within the 
patent or technical literature. It is believed that applicant's novelty of invention resides in the 
primer layer of the bonded structures of the claims. This primer layer is taught by Umeya. The 
subsequent use of this primer layer for coating various substrates is also taught by Umeya. 
Applicant's claims are found to represent an obvious variation over the Umeya invention. 

Applicant indicated previously that the examiner had not presented supporting 
documentation or an affidavit to support the position set forth in the final office action. Such 
documentation is not considered necessary in this instance. However applicant's attention is 
directed to two patent documents to Ho et al and Anderson et al. Ho et al teaches multi layer 
compositions useful for application to automobile parts. See col. 3, lines 40-49 and col. 5, line 
13 through col. 11, line 3. Anderson et al. documents that automobile parts having coated 
layers of polyurethane, polycarbonate and polyacrylate are plastic and flexible materials. See 
page 7, paragraph 0055 through page 8 paragraph 0067. 

It would have been obvious to one of ordinary skill in this art at the time of applicant's 
invention to include a repellency-preventing agent in the polycarbonate polyurethane 
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compositions of Umeya et al for the purpose of preventing the polycarbonate urethane resins 
from being repelled. 

Response to Amendments and Arguments 

Applicant's arguments filed 4/24/06 have been fully considered but they are not 
persuasive. Applicant's inclusion of a repellency preventive agent does not render the present 
claims patentable. It appears that applicant is achieving the usual and expected properties of this 
component. In example 1 applicant indicates that when an identical composition is prepared that 
does not include a repellency-preventing agent, the composition is repelled. It would have been 
obvious to one of ordinary skill in this art at the time of applicant's invention to include a 
repellency-preventing agent in the polycarbonate polyurethane compositions of Umeya et al for 
the purpose of preventing the polycarbonate urethane resins from being repelled. 

Conclusion 

This is an RCE of applicant's earlier Application No. 10/517,021. All claims are drawn 
to the same invention claimed in the earlier application and could have been finally rejected on 
the grounds and art of record in the next Office action if they had been entered in the earlier 
application. Accordingly, THIS ACTION IS MADE FINAL even though it is a first action in 



Application/Control Number: 10/517,021 Page 6 

Art Unit: 1714 

this case. See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no, however, 
event will the statutory period for reply expire later than SIX MONTHS from the mailing date of 
this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kriellion A. Sanders whose telephone number is 571-272-1122. 
The examiner can normally be reached on Monday through Thursday 6:30-7:00. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Vasu 
Jagannathan can be reached on 571-272-1119. The fax phone number for the organization where 
this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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